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Art Unit: 3663 

DETAILED ACTION 

Response to Amendment 

1 . Amendment filed 1 1/30/07 forms the basis for this Office Action. In said 
Amendment, Applicant substantially amended all elected claims 2, 5 and 6 by 
substantial amendment of independent claim 2. Claims 1 , 3 and 4 remain withdrawn. 
Comments on Remarks submitted with said Amendment are included below under 
"Response to Arguments". 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. The term "porous" in claims 2, 5 and 6, through line 2 of claim 2, is a relative 
term which renders the claim indefinite. The limitation "porosity of 70 % or more" (line 
2) is not defined in a quantitative sense by the claim, because of a lack of specificity 
concerning the meaning of "%". The Specification does not define the meaning of 
percentage, for which the existing literature on porous substances and their quantified 
porosity shows at least two frequently used measured of percentage of porosity, i.e., % 
of volume, and % of surface area: while volume percentage is admitted by Applicant, for 
% as surface area see Wang et al ((US 2003/0060836 A1), especially [0194]), 
Srinivasan ((US 2003/0025008 A1), especially [0033]), Dellamary et al ((US 
2002/0188281 A1), especially [067]), Patel ((US 2002/0130197 A1), especially [0048]), 
Weers et al ((US 2001/0046474 A1), especially [0070]), and Matsumara ((5,979,460), 
especially col. 3, 1. 48+), for expression of porosity as surface area percentage (among 
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many other publications). Accordingly, the amendment now introduced to claim 2 is 
poly-interpretable as volume percentage and as surface area percentage, and hence 
renders the claim indefinite. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 2 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Landry-Coltrain et al (US 2003/0138608 A1). 

Landry-Coltrain et al teach a deuteron generating target (i.e., material capable of 
generating deuterons through neutron capture by hydrogen; e.g., first of ink receiving 
layers: see [01 13]) comprising: a porous base film having a porosity of 70% or more 
([0019]), said porous (for porosity see [0019]) base film being mainly composed of 
halogen-containing organic compound (ink receiving layer; see [0013]) mainly (see 
[0029] and [0056]) composed of a halogen-containing organic compound (e.g., 
vinylbenzylchloride, methyl-a-chloro-acrylate ([0015]), orfluorinated ethylene 
propylene ([0062]) (meeting claim 5 ); and a deuterated (upon irradiation with neutrons 
(see [001 13]) organic compound impregnated in at least part of said porous base film 
(second ink receiving layer of the same constitution) (see [0013]) (because deuterons 
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when produced in the layer irradiated with neutrons penetrate at least in part an 
abutting layer). 

Response to Arguments 

5. Applicant's arguments filed in Remarks submitted with said Amendment filed 
1 1/30/07 have been fully considered but they are not persuasive. In particular, a 
difference in the summary of the telephonic interview conducted 1 1/30/07 is noted: 
counter to applicant's statement on page 5 of said Remarks, examiner only agreed to 
the possibility that porosity may be tacitly assumed to be based on volume percentage, 
and that examiner " will try to ascertain whether this is true " (see Interview Summary, 
mailed 1 1/30/07). Examiner has done so in preparation of the instant office action and 
found this not to be true: see Wang et al ((US 2003/0060836 A1), especially [0194]), 
Srinivasan ((US 2003/0025008 A1), especially [0033]), Dellamary et al ((US 
2002/0188281 A1), especially [067]), Patel ((US 2002/0130197 A1), especially [0048]), 
Weers et al ((US 2001/0046474 A1), especially [0070]), and Matsumara ((5,979,460), 
especially col. 3, 1. 48+), for expression of porosity as surface area percentage (among 
many other publications). Accordingly, the amendment now introduced to claim 2 is 
poly-interpretable as volume percentage and as surface area percentage, and hence 
renders the claim indefinite. Art rejections are provided subject to said noted 
indefiniteness, whereby examiner takes the broadest reasonable interpretation of the 
claim language to include both interpretations of volume and surface area percentage. It 
is furthermore noted that no one-to-one correspondence exists between the volume 
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percentage and the surface area percentage, if only because of the role of the pore size 
(diameter) in influencing volume/surface ratios. The grounds of rejection in this Office 
Action were prompted by these considerations and further search. 

With regard to Applicant's comments in traverse of the rejections over 
Maksimchuk et al, counter to applicant's apparent interpretation of a non-liquid nature 
when parts of plastic penetrate as a result of bombardment into a porous underlayer, 
said parts (1) evidently are still in the condensed matter state after penetration, and (2) 
are clearly comprised of non-crystalline portions as a result of said bombardment. 
Therefore, said parts qualify as liquids. Therefore, applicant's traverse fails to persuade. 
Furthermore, the meaning of "impregnate" is broader than the one indicated by 
McGraw-Hill, as evidence, for instance, by Academic Press Dictionary of Science and 
Technology, which defines "impregnate" as "to diffuse, saturate, or permeate with 
another substance", a definition clearly met by the prior art as cited. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHANNES P. MONDT whose telephone number is 
(571)272-1919. The examiner can normally be reached on 8:00 - 18:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack W. Keith can be reached on 571-272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Johannes P Mondt/ 

Primary Examiner, Art Unit 3663 



